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Disposition of Claims 

4) ^ Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) [3 Claim(s) 1-22 is/are rejected. 
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DETAILED ACTION 
Status of the Application 

1 . Claims 1-22 have been examined in this application. This communication is the first 
action on the merits. The Information Disclosure Statement (IDS) statement filed on November 

2, 2005 has also been acknowledged. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claim 1-2, 6, 9-15, 17 and 20-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Patent Number 6,266,648 to Baker, III (hereinafter referred to as Baker). 
(A) As per claim 1 , Baker teaches a computerized method of managing benefits (Baker: 
Abstract), comprising the steps of: 

receiving benefit data for an insurance plan (Baker: Col. 4, Ln. 5-30) 
receiving employee data (Baker: Col. 4, Ln. 5-30); 

accepting desired modifications to said employee benefit data and/or said employee data 
(Baker: Col. 4, Ln. 5-30); 

storing said benefit data and/or said employee data (Baker: Col. 10, Ln. 6-18); 

dividing said benefit data and/or said employee data into categories (Baker: Col. 5, Ln. 8- 

20); 
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formatting said benefit data and/or said employee data (Baker: Col. 3, Ln. 1-5 and Col. 5, 
Ln. 51-62); and 

displaying said formatted data (Baker: Col. 3, Ln. 1-5). 

The method of Baker does not teach that the benefits are employee benefits, however, the 
examiner takes the position Official Notice that it is well known in the art to provide a means for 
an employee to manage their benefits. Moreover, the type of benefits described in Baker are 
discounts on goods and services and usually many employee benefits are in the form of discounts 
on goods and services (e.g. group health insurance). At the time of the invention, it would have 
been obvious for one of ordinary skill in the art to have modified the method of Baker so that the 
method was used for employee benefits with the motivation of an employer providing a means to 
their employees of managing their benefits so that they (the employees) could take advantage of 
discounts, as recited in Baker (Col. 1, Ln. 13-19). 

(B) As per claim 2, in Baker the benefit categories are one or more members selected from 
the group consisting of: workers compensation insurance, medical insurance, dental insurance, 
vision insurance, prescription drug benefits (consumer goods), profit sharing plans, pension 
plans, and 401 K plans (Baker: Claim 15). 

(C) As per claim 6, Baker teaches the step of extracting desired portions of said stored 
employee benefit data and said stored employee data for use in other computerized applications 
(Baker: Col. 6, Ln. 35-47). 

(D) As per claim 9, Baker teaches the step of accepting desired modifications to said 
employee benefit data and/or said employee data (Baker: Col. 10, Ln. 13-17) comprises: 
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accepting modifications to said employee data wherein said employee data is employee 
insurance plan enrollment data (Baker: Col. 10, Ln. 13-17). 

(E) As per claim 10, in Baker the modification comprises a change in said employee's 
prescription benefit provider from a first prescription benefit provider to a second prescription 
benefit provider (Baker: Col. 10, Ln. 13-17). 

(F) As per claim 1 1, in Baker the first prescription benefit provider pays a claim after the 
modification of said prescription benefit provider to said second prescription benefit provider, 
said method further comprising: 

transmitting said modifications to said enrollment data to said prescription benefit 
providers (Baker: Col. 10, Ln. 13-17); and 

Baker does not teach the step of remitting payment by said second prescription benefit 
provider to said first prescription benefit provider, however, the examiner takes Official Notice 
that it is well known in the health care industry that if a patient changes their prescription benefit 
provider than their first prescription benefit provider will transmit any claims for the remittance 
of any payment to the second prescription benefit provider. At the time of the invention, it 
would have been obvious for one of ordinary skill in the art to have modified the method of 
Baker with the feature so that the patient would receive remittance from the correct prescription 
benefit provider (the prescription benefit provider they had just changed to). 
(F) As per claim 12, in Baker the step of dividing said employee benefit data and/or said 
employee data into categories comprises: dividing said employee benefit data and said employee 
data for each covered employee (Baker: Col. 10, Ln. 65-67). 
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(G) As per claim 13, in Baker the step of formatting said employee benefit data and/or said 
employee data comprises: summarizing said employee benefit data and/or said employee data for 
each covered employee (Baker: Col. 3, Ln. 2-5). 

(H) As per claim 14, this claim repeats features previously addressed in the rejection of claim 
1 and is rejected on the same basis. 

(I) As per claim 1 5, in the system of Baker there is a means for extracting desired data from 
the system (Baker: Col. 6, Ln. 35-47) and means for transmitting said extracted data among 
modules of said system (Baker: Col. 6, Ln. 62-Col. 7, Ln. 10). 

(J) As per claim 17, this claim repeats features previously addressed in the rejection of 
claims 1, 9 and 15 and is rejected on the same basis. 

(K) As per claim 20, this claim repeats features previously addressed in the rejection of 
claims 1 and 13 and is rejected on the same basis. 

(L) As per claim 21 , this claim repeats features previously addressed in the rejection of 
claims 1 and 9 and is rejected on the same basis. 

(M) As per claim 22, this claim repeats features previously addressed in the rejection of 
claims 1 and 6 and is rejected on the same basis. 

4. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Baker, as 
applied to Claim 2, above, and in further view of US Patent Number 2001/0044735to Colburn. 
(A) As per claims 3-5, Baker does not teach the following features which are taught by 
Colburn: 
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the step wherein the employee benefit data is divided into a worker's compensation 
insurance category and wherein said employee data comprises a worker's compensation claim by 
an employee (Colburn: Section [0012]); 

calculating a present settlement value for said worker's compensation claim; and 
calculating projected medical expenses for said employee (Colburn: Section [0058]). 

providing an electronic worker's compensation settlement form for said worker's 
compensation claim (Colburn: Section [0023]). 

At the time of the invention it would have been obvious for one of ordinary skill in the art 
to have modified the method of Baker the these aforementioned features from Colburn with the 
motivation of an employer having a more enhanced means to audit and monitor their workers' 
employee compensation claims, as recited in Colburn (Sections [0002]). 

(B) As per claims 18-19, these claims repeat features previously addressed in the rejections of 

claims 3-5 and therefore, these claims are rejected on the same basis. 

5. Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Baker, as 

applied to Claim 1, above, and in further view of US Patent Number 6,826,536 to Forman. 

(A) As per claims 7-8, Baker does not teach the following features which are taught by 

Forman: 

a step of dividing the employee benefit data and/or said employee data into categories 
(Forman: Col. 13, Ln. 29-40) comprises: 

defining categories of health conditions (Forman: Col. 13, Ln. 29-40); 

dividing said employee data according to medical claims due to said health conditions 
(Forman: Col. 13, Ln. 29-40); and 
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determining the frequency of occurrence of medical claims in each health condition 
category (Forman: Col. 5, Ln. 5-9 and Col. 12, Ln. 11-18); 

identifying employees at risk to file a medical claim based on one or more of said 
categorized health conditions (Forman: Col. 5, Ln. 5-9 and Col. 10, Ln. 7-12). 

At the time of the invention it would have been obvious for one of ordinary skill in the art 
to have modified the method of Baker with these aforementioned features from Forman with the 
motivation of having a means to analyze a provider's billing behavior, as recited in Forman 
(Abstract). 

Baker and Forman do not teach the step of providing health care prevention services to 
said identified employees directed to said heath condition, however, the examiner takes Official 
Notice that it is well known to provide preventative services to high-risk groups so that later on 
these groups' claims will be less. This is analogous to providing people with a certain genetic 
predisposal to a certain disease with preventative care so that they do not develop the disease. At 
the time of the invention, it would have been obvious for one of ordinary skill in the art to have 
modified the combined method of Baker in view of Forman with this feature with the motivation 
of reducing the amount of health care claims from high risk groups. 
(B) As per claim 16, this claim repeats features previously addressed in the rejection of 
claims 7-8 and is rejected on the same basis. 

Conclusion 

6. Any inquire concerning this communication or earlier communications from the 
examiner should be directed to Vivek Koppikar, whose telephone number is (571) 272-5109. 
The examiner can normally be reached from Monday to Friday between 8 AM and 4:30 PM. 
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If any attempt to reach the examiner by telephone is unsuccessful, the examiner's 
supervisor, Joseph Thomas, can be reached at (571) 272-6776. The fax telephone number for 
this group is (703) 872-9326 (for official communications including After Final communications 
labeled "Box AF"). 

Another resource that is available to applicants is the Patent Application Information 
Retrieval (PAIR). Information regarding the status of an application can be obtained from the 
(PAIR) system. Status information for published applications may be obtained from either 
Private PAIR or Public PAX. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, please feel 
free to contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Sincerely, 
Vivek Koppikar 





3/7/2006 



